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DETAILED ACTION 
Specification 

1. The amendment filed July 21 2006 is objected to under 35 U.S.C. 132(a) because 
it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material which 
is not supported by the original disclosure is as follows: The phrase 'bottom wall is no 
discussed in the specification. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

NEW REJECTIONS 
Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 24 - 25 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The phrase 'without a bottom wall' is not discussed 
in the specification. The phrase 'bottom wall' would appear to mean a 'bottom end face,' 
but there is no disclosure of the article being formed without a bottom end face; the 
specification discloses a bottom end face, in fact, at page 12, third full paragraph. 
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Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 - 2, 22 and 24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Hirata et al (U.S. Patent No. 5,193,71 1). 

With regard to Claims 1 and 22, Hirata et al disclose a body which is molded and 
is a container (column 4, lines 53 - 55) and cylindrical (circular; column 5, lines 65 - 66) 
and therefore has a sidewall portion having an inner surface and an outer surface, and 
comprises a sheet shaped insert, which is a label which is forced between a core and a 
cavity of a mold, and therefore inserted between the core and cavity (column 5, lines 41 - 
45) having an upper edge and lower edge (the label has a lower end, and therefore an 
upper end; column 5, lines 41 - 45); resin is injected into the space between the core and 
the cavity and is unified with the insert, allowing the insert to be bonded to the outer side 
of the wall of the body (column 5, lines 41 - 45), therefore bonded to the outer surface of 
the body; the body is therefore insertion molded; the container comprises a thickened 
area which is formed by the resin and which is less than the full height of the container 
(the thickened area is formed by cut surfaces in the core which are less than the full 
height of the container, therefore closer to the upper edge that the lower edge as shown in 
Figure 12; the thickened area is shown in Figure 13; column 7, lines 15 - 20); which is 
positioned at the inner surface of the sidewall portion (the cut surface of the core is in the 
side wall of the core as shown in Figure 21); because the resin of the thickened area is 
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injected, the thickened area is formed by an injection gate opening, and is therefore a 
mark of an injection gate opening and is formed by injection; because the thickened area 
is less than the full height of the container, the thickened area is a mark that is inwardly 
apart from the upper end of the insert in an axial direction and at a position corresponding 
to a position on the inner surface that is covered by the insert; however, the claimed 
aspect of the mark being formed by injection is directed to a process limitation, rather 
than a method limitation, and is therefore given little patentable weight; Hirata et al do 
not disclose wrinkles or injected material on the outer surface of the insert; Hirata et al 
therefore disclose a container without wrinkles or injected material on the outer surface 
of the insert. 

With regard to Claim 2, Hirata et al disclose a gap on the outer surface positioned 
between opposed ends of the insert and not covered by the insert (between sidewall 
sections of the insert as shown in Figure 3; column 4, lines 56 - 60). 

With regard to Claim 24, the Hirata et al disclose a container comprising one 
bottom wall, instead of multiple bottom wall, as shown in Figure 1 A, and therefore is 
formed without a bottom wall. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 3 - 6, 12 - 14, 23 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hirata et al (U.S. Patent No. 5, 193,71 1) in view of Suzuki et al 
(Japanese Patent No. 6246777) and Asasi Chemical (Japanese Patent No. 03286815). 

Hirata et al disclose an insertion and injection molded article comprising an insert 
and injected resin as discussed above. The mold comprises a mold cavity, therefore an 
outer mold unit, and core, as discussed above, therefore a core shaped to be inserted and 
fitted into the outer mold unit, and a cavity between the outer mold unit and the core; the 
core also comprises an injection gate opening (groove; column 6, lines 65 - 67); the 
insert is placed between the core and cavity, as discussed above, and is therefore fitted 
attached and held along the inner surface, and resin is injected toward the molded body 
inner surface; the insert is also pushed onto the inner surface with the resin (the resin 
forces the side wall section against the cavity side; column 5, lines 49 - 52) and therefore 
shapes the resin. With regard to Claims 3, 23 and 25, Hirata et al fail to disclose a core 
which is a pull - out mold unit and a resin which is cured following injection. 

Suzuki et al teach the use of a mold unit which is a pull - out mold unit (pulled 
out of the space; paragraph 0025, English translation) for injection molding, for the 
purpose of molding a container (paragraph 0004, English translation). One of ordinary 
skill in the art would therefore have recognized the advantage of providing for the pull - 
out mold unit of Suzuki et al in Hirata et al, which comprises insertion and injection 
molding, depending on the desired adhesion to both layers of the end product. 

It therefore would have been obvious for one of ordinary skill in the art at the time 
Applicant's invention was made to have provided for a pull - out mold unit, therefore a 
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core which is a pull - out mold unit, in Hirata et al in order to obtain a container as taught 
by Suzuki et al 

Asahi Chemical teaches that thermoplastic resins and thermosetting resins are 
used alternatively in the making of containers for the purpose of making a container 
having a good appearance (English Abstract). Therefore, one of ordinary skill in the art 
would have recognized the utility of providing for the thermosetting resin taught by 
Asahi Chemical, rather than a thermoplastic resin, in Suzuki et al, which is a container, 
depending on the desired surface appearance of the end product as taught by Asahi 
Chemical. 

It therefore would have been obvious for one of ordinary skill in the art at the time 
Applicant's invention was made to have provided for a thermosetting resin in Suzuki et al 
in order to make a container having a good appearance as taught by Asahi Chemical, thus 
providing for a resin which continuously cures throughout the molding process of Suzuki 
et al including the step following injection. 

With regard to Claim 4, as stated above, Hirata et al disclose a gap on the outer 
surface positioned between opposed ends of the insert and not covered by the insert; 
molten resin is therefore not injected toward the gap. 

With regard to Claims 5 and 12, a knock out pin is provided in the core disclosed 
by Suzuki et al (ejection pin; paragraph 001 1, English translation), and the Suzuki et al 
further disclose pulling out the pull - out mold unit of the outer mold unit after insertion 
molding (paragraph 0025, English translation) and cutting a connection between the 
cured resin inside an injection gate opening and a molded body by raising the knock - out 
pin (the ejection pin is raised, eliminating thermoplastics remaining between the core and 
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runner, thus cutting the connection between molded body and the knock - out pin; 
paragraph 001 1 , English translation) and removing the body by pushing the bottom 
portion of the body (the fabricated compound container is taken out from the core by 
moving upwards the stripper plate with which its bottom portion is in contact (paragraph 
0022., English translation; Figure 9). 

With regard to Claims 6 and 13 - 14, as discussed above, the insert disclosed by 
Hirata et al is fitted, attached and held in a cylindrical shape along the inner surface of the 
outer mold unit; the mold unit is a pull - out mold unit as discussed above, and a contact 
frictional force is therefore applied by placing the insert in a cylindrical shape into the 
outer mold unit while the core of the injection molding mold is pulled out from the outer 
mold unit. 

ANSWERS TO APPLICANT'S ARGUMENTS 
8. Applicant's arguments regarding the 35 U.S.C. 103(a) rejection of Claims 1 - 2 
and 22 as being unpatentable over Suzuki et al (Japanese Patent No. 6246777) and 35 
U.S. C. 103(a) rejection of Claims 3 - 6, 12 - 14 and 23 as being unpatentable over 
Suzuki et al (Japanese Patent No. 6246777) in view of Asasi Chemical (Japanese Patent 
No. 03286815), of record in the previous Action, have been considered but have not been 
found to be persuasive for the reasons set forth below. 

Applicant argues, on page 8 of the remarks dated July 21 , 2006, that Hirata et al 
do not disclose a mark positioned as a result of an injection, and an insert bonded without 
wrinkles and without injected material on the outer surface of the insert. 



Application/Control Number: 09/674,077 Page 8 

Art Unit: 1772 

However, as stated above, mark positioned as a result of an injection, and an 
insert bonded without wrinkles and without injected material on the outer surface of the 
insert are disclosed by Hirata et al. 

Applicant also argues, on page 9, that Hirata et al do not disclose a mark at the 
inner surface of a sidewall portion, which is closer to the upper edge than the lower edge 
of the insert. 

However, as stated above, the mark of Hirata et al is a thickened portion; the mark 
is therefore at the inner surface of a sidewall portion, and is closer to the upper edge 
than the lower edge of the insert as shown in Figure 12. 

Applicant also argues, on page 10, that agreement was reached during the 
interview of April 20, 2006 that Hirata et al does not disclose bonding without wrinkles. 

However, it is unclear when such an agreement was reached, and the agreement 
is not stated in the Interview Summary. 

Applicant also argues on page 10 that Suzuki et al would destroy the principle of 
Hirata et al because the bottom of Suzuki et al is attached after it is molded. 

However, Suzuki et al is cited only for the teaching that it is well - known in the 
art to use a mold which is a pull out mold in the making of a container. 

Applicant also argues on page 10 that Claims 4-6, 12-14 and 23 are allowable 
for their dependence on Claim 3. In response, the answers above are repeated. 

Applicant also argues on page 10 that Claims 24 and 25 are allowable. 

However, as stated above, the phrase 'without a bottom wall' is not discussed in 
the specification. The amendment therefore constitutes new matter. However, the new 
matter is addressed in the rejection above. 
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It is acknowledged, in response to Applicant's arguments on page 7, that the 
previous Action should have stated that state that the Action is responsive to March 1, 
2005, since the appeal brief of August 3, 2005 was a re - submission. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc A Patterson whose telephone number is 571-272- 
1497. The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Marc A. Patterson, PhD. 
Primary Examiner 
Art Unit 1772 



